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Application Papers 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 26, 30, 33-35, 40-45, 48, and 49 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Bernstein (US 4250164) as evidenced by Rossomando 
(US 4179304). 

Bernstein teaches the application of glucocorticoids in commercial nail polish 
compositions for the treatment of psoriasis. Example 1 discloses a nail polish 
composition comprising Valisone lotion (betamethasone valerate in isopropyl alcohol 
and carboxy vinyl polymer) and Revlon clear nail polish. 

While the reference does not explicitly disclose the constituents of the Revlon 
nail polish, it is viewed that the Revlon product used in the Bernstein example contains 
the nail polish ingredients of the present invention. See Rossomando, col. 1 , line 67 - 
col. 2, line 6, which states, "a typical nail polish formulation as sold by Revlon, Inc., of 
New York has the following ingredients: butyl acetate, toluene, nitrocellulose, ethyl 
acetate, isopropyl alcohol, toluenesulfonamide/ formaldehyde resin, dibutyl phthalate, 
camphor . . . and malic acid." See instant claims 33-35 and 40-45. The method of 
using the composition is taught in Examples 2-4. See instant claims 48 and 49. 

Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 36-39, 46, and 47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bernstein as evidenced by Rossomando as applied to claims 
1, 26, 30, 33-35, 40-45, 48, and 49 as above, and further in view of Bohn (US 
5264206). 

Bernstein fails to teach the film-formers of instant claims 36 and 37. 

Bohn teaches nail lacquer compositions to treat mycoses of nails. The reference 
teaches that the film-forming agents of instant claim 36, which include polyvinyl acetate, 
copolymers of vinyl acetate, acrylic acid or crotonic acid or monoalkyl maleates, etc., 
are used to make nail lacquer compositions. See col. 2, line 58 - col. 4, line 28. See 
instant claims 36 and 38. The copolymer of methyl vinyl ether and mono-n-butyl 
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maleate is especially preferred. See instant claim 37. The copolymer of instant claim 
39 is taught in Example 2. The reference teaches that the film-formers can be mixed 
with cellulose nitrate (which is used in the Revlon nail polish composition). See col. 4, 
lines18-23. The reference also teaches the solvents and additives commonly used in 
nail lacquer art, which include 2-hydroxy-4-methoxybenzophenone, ammonium sulfite, 
esters and salts of thioglycolic acid, urea, allantoin, enzymes, and salicylic acid. See 
col. 4, line 50 - col. 5, line 24. See instant claims 46 and 47. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the composition of Bernstein by substituting the 
nail lacquer composition with that of Bohn, as motivated by the latter reference, 
because both references are directed to nail lacquer compositions for treating antifungal 
infections. The skilled artisan would have had a reasonable expectation of successfully 
producing an anti-psoriasis nail lacquer composition with similar effects. 

Claims 27-29, 31, 32, and 50 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bernstein as evidenced by Rossomando as applied to claims 
1, 26, 30, 33-35, 40-45, 48, and 49 as above, and further in view of Fredriksson (US 
3966924). 

Bernstein fails to teach the glucocorticoids of instant claim 27 and the amounts of 
the active ingredient as recited by applicants. 

Fredriksson teaches composition and method for treating psoriasis by topically 
applying a composition comprising 0.01-5 % of a commercially available corticosteroid 
in a suitable vehicle. See abstract. The reference teaches using, among other 
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corticosteroids, clobetasol propionate, desoximetasone, betamethasone dipropionate, 
prednisolone and derivatives, and halcinonide. See col. 1, line 57 - col. 2, line 16. See 
instant claims 27-29, 32, and 50. While the claim limitation of claim 31 requires at least 
8 % by weight of glucocorticoid, examiner notes that differences in concentration or 
temperature will not support the patentability of subject matter encompassed by the 
prior art unless there is evidence indicating such concentration or temperature is critical. 
"[W]here the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation." See 
In re Aller . 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

It is viewed that one or ordinary skill in the art would have modified the amount of 
the glucocorticoid with the motivation to make an anti-psoriasis with increased 
antifungal strength. It is viewed obvious that the skilled artisan would have discovered 
the optimum or workable amount of the active ingredient by routine experimentation. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claims 1, 26-50 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-28 of 
U.S. Patent No. 6,352,686 B2. 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because both sets of claims are directed to a nail polish composition 
comprising one or more glucocorticoids, one or more physiologically tolerable solvents, 
and one or more water-insoluble film-forming agents. The present method of using the 
composition is also claimed in the patent. The glucocorticoids, solvents, film-forming 
agents, and the additives that are recited in the instant claims are also claimed in the 
patent. 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gina C. Yu whose telephone number is 571-272-8605. 
The examiner can normally be reached on Monday through Friday, from 8:30 AM until 
6:00 PM.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Gina Yu 

Patent Examiner 




§RElNI PADMANABHAN 
SUPERVISORY PATENT EXAMINER 



